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Protecting various inventions in diverse technologies

-> Protecting
innovations from
competition

PACKAGE

Software

-> Filing and i
litigating patents in i
different countries i




Complex products

Integrate many technologies.

Example: medical device;
mechanical parts; computer;
materials

It is impossible for a single
company to be #1 in all those
fields.

Partners required at all stages:
R&D, proof of concept,
manufacturing, selling

-> Possible inventions at all stages !




From inventor’s idea to filed patent application

What seems important and
innovative to the applicant might
not be what could be possibly
patented:

-> prior art
-> non-patentable subject matter

What seems important and
¥ | innovative to the applicant might
not be what should be patented :

w -> evidence of infringement for a
method is far more difficult to
obtain than for the physical
structure of the product

N i -> are possible variant also
protected ? workaround ?
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P E T S Licensing various technologies into one product
INTELLECTUAL PFROFEKTY

PACKAGE

Software
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PETS Our profession: Building bridges

IMTELLECTUAL PROPERTY

Our profession is not only
about walls.

Our profession is also about
bridges between companies.

Finding the right bridge:
-> between the technical

content of the invention
and the legal requirements

-> between the applicant’s
needs and the EPO legal
requirements




Main objections (Part | ) Exceptions to patentability

Article 53 EPC
European patents shall not be granted in
respect of:
(c) methods for treatment of the human or
animal body by surgery or therapy and
diagnostic methods practised on the human
or animal body; this provision shall not apply
to products, in particular substances or
compositions, for use in any of these
methods.
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PETS Main objections (Part | ) - Example : diagnostic methods ?

AL FROPERTY

Claims *

1. Useof MCAM as a blomarker for diagnosing, predicting *

and/or prognosticating acute heart fallure {AHF) in a subject.

MCAM

(Melanoma cell adhesion molecule)

is a new marker

For the specific disease Acute
Heart Failure

© P&TS SA
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Rule 29
The human body and its
elements

(3)

The industrial application of a
seguence or a partial sequence
of a gene must be disclosed in
the patent application
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PETS Examples : diagnostic methods ?

CTUAL PROPFERT

‘ = diagnostic ???

to determine whether a subject is or is noff (such as, for example, still 1s,
need of a therapy to treat hypervolemia of hypovolemia, comprising:

6. A metho
or 1s no longer) 1

I(i) mcusuringlthc quantity of MCAM i a sample from thg subjec wherein the sample is
sglected from blood, serum or plasma; = IN VITRO

) comparing the quantity of MCAM measured in (i) with a reference value of the
antity of MCAM, said reference value representing a known diagnosis, prediction
/or prognosis of hypervolemia or hypovolemia or cuvolemia;

i )lﬁnding a deviation or no deviation|of the quantity of MCAM measured in (i) from

reference value:

\ Iint‘crrinu from said finding thl resence or dbsuw. of a nced for a therapy to treat

hyp crvolcmi; or hypox-olcmia.h I
/
ACTION ! A CHANGE = RESULT
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P E T S Main objections (Part Il ) Exceptions to patentability

As technology advances and
matures, computer-

implemented inventions
are used increasingly in all

fields of technology.

© P&TS SA

In many cases the
innovative part of a new
product or process may well
lie in the method underlying

a computer program
and/or its computational
implementation.
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SOFTWARE MACHINE

MICROFLUIDIC ASSAY PLATE
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PETS Main objections (Part 1l ) Exceptions to patentability

IMTELLECTUAL PROPERTY

(Article 52(2)(c) and (3) EPC).
(2)The following in particular shall not be
regarded as inventions within the meaning

of paragraph 1:
(c) [...] and programs for computers;

Under the EPC, a computer program
claimed "as such" is not a patentable

invention

Patents are not granted merely for program
listings. Program listings as such are
protected by copyright.

For a patent to be granted for a
computer-implemented invention, a
technical problem has to be solved in a
novel and non-obvious manner.

14
© P&TS SA




)ETS Main objections (Part 1l ) - Examples

Arterial blood pressure measurement

1. A method for measuring and
determining a pulse arrival time (PAT) value
of a user using a sensor device (4)
comprising d photoplethysmographic (PPG) multichannel
sensor (9) formed from a plurality of PPG sensor channels
and being adapted to measure a set of PPG signals, each rprG
signal being measured by one of the PPG sensor
channels when the multichannel PPG sensor (9) isin
contact with the user; comprising:

- measuring said set of PPG Signals;

- extracting a plurality of features from each of the
measured PPG signals;

- selecting a subset from the set of PPG signals based on
the extracted features; and

- processing the selected subset of pprG signals
to determine the PAT value

15
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Main objections (Part Il ) - Examples

© P&TS SA

Claim

Computer carrier
comprising program code
portions to be executed by a
signal processing device in
order to carry out the
method of one of the claims
1 to 15 when said program is
executed by said signal
processing device.
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PETS Main objections (Part 1l ) - Examples

3D printing
Additive manufacturing (AM) .
Product Claim

A syringe, characterized by a
piston with flat wall joined
with ribs

File Claim
A computer storage medium
containing executable data by
a 3D printing system to
generate the impression of a
piston for a syringe, with flat
wall joined with ribs

17
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Article 84 EPC

Claims
? The claims shall define the matter for
P which protection is sought. They shall

be clear and concise and be
supported by the description.

A.100 EPC Grounds for opposition
(b) the European patent does not
disclose the invention in a

h manner sufficiently clear and
complete for it to be carried out
by a person skilled in the art;

18
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PETS Main objections (Part 11l ) Clarity - Examples

Claim 1. Device for protecting a syringe needle comprising
30 an elastic needle cap (20) [...] being formed by a lateral wall
(28) [...] defining an inner housing (26) adapted to receive
the distal part (104) of the body (102) of a needle syringe
(100), and by an end wall (30) [...] characterised in that said

34~

~38 lateral wall (28) is further provided with an annular bead
| 46 (70) disposed in said housing (26) between said first and
i second portions (40, 42) of said housing (26), at least one
. o slot (72) extending longitudinally over said annular bead
s 1V o (70).
32 ¢ | @
Yt : . o i
? 02 5"’ 2. said bead (7 al cross-
. ? DTin /:é_/ section theshape of a half drop of waterof
60 . 70 which the widest partfaces the proximal end
‘52 , 0 (22) of the cap (20).
66
| ™ o
Callk | % Opposition !
FIG.1

=
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PETS Main objections (Part 11l ) Clarity - Examples

Opponent’s position

« shape of a half drop of water»

While the European Patent seems to assume that a drop of water always has a form commonly
known as ‘teardrop’ (#), it is clear that drops of water in their usual state, i.e. falling under the
influence of gravity, are essentially spherical (®). Below is reproduced a picture from the

Wikipedia showing two drops of water falling from an icicle.

drop of water

= sphere O

-> Use of prior art with beads having a
shape of a portion of sphere




PETS Main objections (Part 11l ) Clarity - Examples

Patentee’s position

Images from Wikipedia « drop »

can have different shapes, with a
majority of « tear drop shape »
or « pear shape » as described

Goutte d eau art print, poster
by ...

297 x 400 pixels - 13 ko - jpg
20six fr =) JLE - .

Position of Opposition Division

@ y -> prior art with
Spherical Shape

rojet rfrjumdeau Gﬂﬂ“ﬁ . is not relevant

vie ...

- _— -

21
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PETS Main objections (Part 11l ) Clarity - Examples

Opponent’s position

2. said bead (70) presents in longitudinal cross-section the
shape of a half drop of water of which
« the widest part faces the proximal end (22) of the cap (20)»

20

- | .
1 p 78 With reference to the figure shown on the right, the widest part of the
3 j half drop of water (as disclosed in the drawings of the European
s = Patent) is the part indicated by “W”, For determining the direction
S2n li e this part faces, the only reasonable method is determining the surface
sty : "2‘; normal which, in the figure, is indicated by arrow “N”. Accordingly,
s X A the widest part of the half drop of water cannot face either the
Dt:::in IDM:; proximal nor the distal end of the cap, and the skilled person thus is N Irw
:Z’s ) ;!(\ - not able to carry out the teaching of claim 2 "
66 1
A -> UNCLEAR

-> Skilled person cannot carry out the invention

© P&TS SA




PETS Main objections (Part Il ) Clarity - Examples

Patentee’s position

widest part of the « tear drop »
is the bottom part having the
shape of a half circle , with the
normal direction N pointing
down

Position of Opposition Division

This expression is CLEAR !

N Opposition rejected !
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PETS Main objections (Part IV ) Inventive step

ECTUAL PROPERT

i

Is that possible to get a patent
for simplification of a known
Construction ?

24
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P@TS Main objections (Part IV ) Inventive step - Example

Osteosynthesis plate

EGREEREL

PRIOR ART = D1 INVENTION

25
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PETS Main objections (Part IV ) Inventive step - Example

mandibular osteotomy = mandibular displacement
orthognathic surgery
(also known as corrective jaw surgery)

26
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PETS Main objections (Part IV ) Inventive step - Example

Invention = New surgery technique

Article 53 EPC
- European patents shall
AN D - not be granted in respect
_ o
(c) methods for treatment
of the human or animal
body by surgery

—> Not possible to protect the surgery method

27
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Main objections (Part IV ) Inventive step - Example

Adjustment of the height of the lower jaw in a
parallel manner to the cut line

28
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PETS Main objections (Part IV ) Inventive step - Example

What's specific with the PLATE ?

- shape= parallelogramm

- Two long branches 101, 103
- Two short branches 102, 104
- 50°< Angle o < 80°

- At least one adjustment branch
Width | < diameter D of the
bores -> to be easily deformed
when three angles of the plate
are screwed

-> to be easily deformed when
three angles of the plate are
screwed

29
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PETS Main objections (Part IV ) Inventive step - Example

Examiner’s position

Differences vis-a-vis D1
- Plate = parallelogramm

- At least one adjustment branch
Width | < diameter D of the bores ->

Objections
A 83 EPC : Disclosure of the invention
A 84 EPC : Clarity

claim 1 lack essential technical features to obtain the technical
effect (to adjust the relative position of two bones fragments
in a parallel manner to the cutting line)

A parallelogramm is one possibility that the skilled man could
choose among several obvious possibilities

30
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PETS Main objections (Part IV ) Inventive step - Example

Applicant’s position

Prior art surgical technique

Ostéotomie sagittale de la mandibule

B. Négrier L 'ostéotomie sagittale du ramus est associde aux noms
D. Deffrennes de Trauner-Obwegesar (1955) et de Dal-Pent {1859).

E. Hadjean
M. Vaugeois

Difficulties to adapt the position of the fixing points prior to the
deformation of the plate so that the right relative position of the bones
is obtained

New surgical technique

The parallelogramm shape combined with the easy deformation of the
branch(es) allow to obtain a good in situ adjustment by deforming in
several step the already partially fixed plate

Grant of the patent !

31
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THE END

PLEASE ASK YOUR QUESTIONS !



PRITS
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Thank you for your attention !

P&TS SA
Av. J.-J. Rousseau 4 Nordstrasse 9
CH 2001 Neuchatel CH 8006 Zurich
+41-32-7271427 +41-44-2673919

WWwWw.patentattorneys.ch
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